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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 3 and 4 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 3 and 4 are indefinite because it is unclear how the “association” and 
“physical location” between the “first and second institutions” affect the structure of the 
claimed envelope or the advertising material. 

Claims 3 and 4 are indefinite because it is vague as to whether applicant is 
claiming the envelope alone or the combination of the envelope and the “first and 
second institutions”. For the purposes of examination, the claims will be considered as 
directed to the envelope alone. 


Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
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351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claim 1 is rejected under 35 U.S.C. 102(b) as being clearly anticipated by U.S. 
Patent No. 594,620 to Harris. 

The recitation “banking envelope” has not been given patentable weight because 
it has been held that a preamble is denied the effect of a limitation where the claim is 
drawn to a structure and the portion of the claim following the preamble is a self- 
contained description of the structure not depending for completeness upon the 
introductory clause. 

5. Claims 9 and 10 are rejected under 35 U.S.C. 102(e) as being clearly anticipated 
by U.S. Patent No. 6,974,157 to Hammon. 

The recitation “banking envelope” has not been given patentable weight because 
it has been held that a preamble is denied the effect of a limitation where the claim is 
drawn to a structure and the portion of the claim following the preamble is a self- 
contained description of the structure not depending for completeness upon the 
introductory clause. 


Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 2-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Harris. 

Harris discloses the claimed invention except for the outer surfaces of the 
envelope having the specific arrangement and content of advertising material set forth 
in the claims. It would have been obvious to person having ordinary skill in the art to 
provide the outer surfaces of the Harris envelope with the advertising material of the 
claims, since it has been held that when the claimed printed matter is not functionally 
related to the substrate it will not distinguish the invention from the prior at in terms of 
patentability. The fact the content of the printed matter may render the device more 
convenient by providing an individual with a specific type of advertising material does 
not alter the functional relationship. Mere support by the substrate for the printed matter 
is not the kind of functional relationship necessary for patentability. 

Allowable Subject Matter 

8. Claims 5-8 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 


applicant's disclosure. 
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1 0. Applicant is duly reminded that a complete response must satisfy the 
requirements of 37 C.F. R. 1.111, including: “The reply must present arguments pointing 
out the specific distinctions believed to render the claims, including any newly presented 
claims, patentable over any applied references. A general allegation that the claims 
“define a patentable invention” without specifically pointing out how the language of the 
claims patentably distinguishes them from the references does not comply with the 
requirements of this section. Moreover, “The prompt development of a clear Issue 
requires that the replies of the applicant meet the objections to and rejections of the 
claims.” Applicant should also specifically point out the support for any amendments 
made to the disclosure. See MPEP 2163.06 11(A), MPEP 2163.06 and MPEP 714.02. 
The "disclosure" includes the claims, the specification and the drawings. 

Any inquiry concerning this communication or earlier communications from the 

( 

examiner should be directed to Jes F. Pascua whose telephone number is 571-272- 
4546. The examiner can normally be reached on Mon.-Thurs.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Nathan J. Newhouse can be reached on 571-272-4544. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 


273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 


system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Primary Examiner 
Art Unit 3782 


JFP 



